AMENDMENT UNDER 37 C.F.R. § 1.1 16 
U.S. Appln. No. 10/677,246 
Attorney Docket No.: Q77500 

REMARKS 

Claims 1-7 and 13-22 are all the claims pending in the application. Claims 13-17 are 
withdrawn, claim 1 is amended to further clarify the invention, claim 3 is amended to fix a minor 
informality, and claim 7 is rewritten in its independent form. In addition, Applicant adds claims 
23 and 24. Claims 23 and 24 are clearly supported throughout the specification. 

Summary of the Office Action 

The Examiner has indicated that claims 8-17 are withdrawn. Since claims 8-12 were 

previously canceled in the Amendment under 37 C.F.R. § 1.1 1 1 filed June 2, 2005, Applicant 

believes the Examiner meant that claims 13-17 are withdrawn. 

Claims 1, 2, 4-6, and 18-22 presently stand rejected. Claims 3 and 7 are objected to as 

being dependent upon a rejected base claim but would be allowable if rewritten in independent 

form. 

Preliminary Matter 

As a preliminary matter, the Examiner has not yet indicated receipt of a certified copy of 
the priority documents. Applicant respectfully requests that the Examiner acknowledge receipt 
of the certified copy of the priority documents filed on October 3, 2003. 

Claim Rejections 

Claims 1, 2, and 4 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Applicant's Admitted Prior Art (hereinafter "APA") or alternatively by U.S. Patent No. 
6,303,462 to Gidon (hereinafter "Gidon") and claims 2, 5, 6, and 18-22 are rejected under 35 
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U.S.C. § 103(a) as being unpatentable over the APA in view of Gidon. Applicant respectfully 
traverses these rejections in view of the following comments. 

Independent claim 1, among a number of unique features, recites: "a fixing step of fixing 
the base plate to a dicing machine via a frame-shaped jig." The APA fails to disclose or suggest 
fixing the base plate to a dicing machine. Moreover, the APA does not disclose or suggest fixing 
the base plate to a dicing machine via a frame-shaped jig. 

Gidon fails to cure the deficient teachings of the APA. Gidon discloses having a wafer 
100 on support 102. Gidon further discloses having a border 1 12 around the substrate board. 
The border 112, however,/0#ras a tray with the wafer 100 to retain liquid material that will 
solidify and bond to the wafer (col. 4, lines 24 to 65). Gidon, however, fails to disclose or 
suggest a frame-shaped jig that fixes the wafer 100 to a dicing machine. In Gidon, the border 
1 12 is only for retaining liquid. 

In summary, the deficiencies of the APA and Gidon fall to the Examiner's burden to 
show inherent inclusion of the claim elements. Therefore, for all the above reasons, independent 
claim 1 is patentable. Claims 2, 4-6, and 18-22 are patentable at least by virtue of their 
dependency on claim 1 . 

In addition, dependent claim 19 recites: "the intermediate dicing grooves and the cutting 
dicing grooves are formed with a substantially similar in shape blade." The Examiner alleges 
that since in Gidon, both the dicing grooves and the cutting dicing grooves are of the same shape, 
they would inherently be formed with the same blade (see page 4 of the Office Action). 
Applicant respectfully disagrees. 
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Under the doctrine of "inherency," if an element is not expressly disclosed in a prior art 

reference, the reference will still be deemed to anticipate a subsequent claim if the missing 

element "is necessarily present in the thing described in the reference" Cont'l Can Co. v. 

Monsanto Co., 948 F.2d 1264, 1268, 20 U.S.P.Q.2d 1746, 1749 (Fed. Cir. 1991). "Inherent 

anticipation requires that the missing descriptive material is 'necessarily present' not merely 

probably or possibly present, in the prior art." (emphasis added) Trintec Indus., Inc. v. Top- 

U.S.A. Corp., 295 F.3d 1292, 1295, 63 U.S.P.Q.2d 1597, 1599 (Fed. Cir. 2002); see also MPEP 

§2112. 

In the present case, Gidon discloses that the flare conform may be obtained by etching 
e.g., anisotropic etching (col. 5, lines 55 to 59). Accordingly, forming the grooves with the same 
blade is not necessarily present in Gidon at least because the grooves may be formed by etching. 
For at least this additional exemplary reason, claim 19 is patentable over the combined teachings 
of the APA and Gidon. 

Dependent claim 20 recites: "the tapered grooves are formed with a tapered blade and the 
intermediate and cutting dicing grooves are formed with a dicing blade and wherein the dicing 
blade is different in shape from the tapered blade." The Examiner alleges that col. 4, lines 36 to 
39 of Gidon disclose the unique features of claim 20. Applicant respectfully disagrees. 

Col. 4, lines 36 to 39 of Gidon discloses: "[t]he width of the trenches may be adjusted 
either by modifying the thickness of the blades used for sawing, or by carrying out variable 
number of successive passes of the same blade, slightly offset each time." That is, the above 
quoted passage of Gidon fails to address the grooves or the shape of the blade for the grooves. In 
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other words, the above-quoted passage of Gidon only relates to forming a predetermined width 
of the trenches but it fails to disclose or suggest anything about the shape of the blades. In other 
words, the above-quoted passage of Gidon does not disclose or suggest forming the grooves and 
the trenches with differently shaped blades. 

Moreover, the above-quoted features of claim 20 are not inherent at least because in 
Gidon, the grooves may be formed by etching (as explained above with respect to the dependent 
claim 19). In addition, in Gidon, the same blade may be used for both trenches and grooves 
perhaps by carrying out variable number of successive passes of the same blade, slightly offset 
each time. In other words, having different blades is not necessarily present in Gidon, For at 
least these additional exemplary reasons, claim 20 is patentable over the combined teachings of 
the APA and Gidon. 

New Claims 

In order to provide more varied protection, Applicant adds claims 23 and 24. Claims 23 
and 24 are patentable at least by virtue of their dependency on claim 1. 

Allowable Subject Matter 

Claims 3 and 7 contain allowable subject matter and would be allowed if rewritten in 

their independent form including all the limitations of the base claim and any intervening claims. 

By this Amendment, Applicant rewrites claim 7 into its independent form. With respect to claim 

3, Applicant holds the rewriting of this claim in abeyance until arguments presented with respect 

to claim 1 have been considered. 
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Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly invited to contact the undersigned attorney at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 
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